K

Applicants respectfully disagree with the Examiner that support is not found in

that certified copy for the invention as presently claimed.
In this regard the Examiner states:

Applicants' arguments filed May 14, 1998 (paper no. 19), May 1, 1998
(paper no. 18.5) and December 2, 1997 (paper no. 16) as well as the
Affidavits and Attachments, have been fully considered but they are not
deemed to be persuasive. The applicants quote some passages out of
the priority document and argue that the present claims are fully based on
that document. Nevertheless, that priority document is not deemed to

provide basis for the limitations found in the present claims.

In this passage the Examiner states that "Applicants' arguments ... are not
deemed to be persuasive" and "[n]evertheless, that priority document is not deemed to
provide basis for the limitations found in the present claims.” Webster's Ninth New
Collegiate Dictionary (Merriam-Webster Inc., Springfield, Mass. 1987) defines “deem”
as a transitive verb meaning “to come to think or judge” and as an intransitive verb

meaning “to have an opinion : believe.” The examiner has used the intransitive form of

“the verb “deemed.” The examiner has cited no statutory or case law authority which

permits an examiner to object to a claim of priority based on the examiners “opinion” or

“belief” that a priority document does not support applicant's claims. The Examiner
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must support a denial of a claim of priority based on what is actually stated inthe- - - .

priority document.

The examiner further states in support of the examiner’s “opinion” or “belief’ at

page 3, paragraph 4.a;

I. The recitation of a "composition including a rare earth or rare earth-like
element, an alkaline earth element, a transition metal element capable of
exhibiting multivalent states, and oxygen", as found in claim 1 (lines 2-4).
The certified priority document may provide basis for the formula
RE;TM.O4 at p. 2, para. 4, but the claimed composition is deemed to be

much broader than that formula.

Applicants respectfully disagree. In the priority document, for example in the
abstract, RE is arare earth element, TM is a transition metal and O is oxygen. The
priority document further states at Col. 2, lines 22-25 “the lanthanum which belongs to
the 1IB group of elements is in part substituted by one member of the neighboring 1A
group of elements...”. Group IIA elements are the alkaiine earth elements. The
present specification teaches at page 11, lines 22-23, that RE stands for the rare
earths (lanthanides) or rare earth-like elements. The “rare earth like element” act like a
rare earth element in the superconductive composition. Thus a rare earth-like element
is an equivalent of rare earth element. Similar language appears in the present
specification at page 12 lines 6-8, “the lanthanum which belongs to the 1B group of
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elements is in part substituted by one member of the neighboring 1IA group of
elements...”. Therefore, the priority document teaches a "composition including a
transition metal, a rare earth or rare earth-like element, and alkaline earth. Applicants
note that in the passage quoted above, the Examiner incorrectly states that applicants
claim a composition. This is not correct. Applicants claim an apparatus or device for
flowing a superconducting current in a transition metal oxide. In the last sentence of
the passage quoted above the Examingr incorrectly states “the claimed composition is
deemed to be much broader than [the] formula” RE,TM.O,". The priority document is
not limited to his formula. The composition taught by the priority document have
variable amounts of oxygen, rare earth, rare earth-like and alkaline earth elements as

is clearly shown in the abstract of the priority document.

The Examiner further states:

il. The limitation "non-stoichiometfic amount of oxygen", as found in
claims 84 (lines 2 and 3) and 86 (line 6). Basis may be seen for an
oxygen deficit at p. 2, para. 4, but no such basis is seen for the more

general limitation of "a nonstoichiometric amount of oxygen".

Applicants respectfully disagree. At Col. 3, lines 46-50 the priority document
refers to applicants publication in Z. Phys. B - Condensed Matter 64 (1986) 189-193
which is incorporated by reference in the present specification at page 6, lines 7-10.

(This article is referred to here in as Applicants’ article.) This article states at page
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190, left col., lines 13-14 “[t]his system exhibits a number of oxygen-deficient phases
with mixed-valent copper constituents.” The priority document has various general
formulas such as at Col. 3, lines 40, “La,..Ba,CuO, x<<1 and y20." The abstract has a
more generic formula. A stoichiometric compound has a fixed amount of each element
that make up the compound. Since, the amount of oxygen is variable, the formula has
nonstoichiometric amounts of oxygen. Therefore, the priority document teaches

nonstoichiometric amounts or oxygen.

In attachment A of this amendment, there are copies of pages 245 and 225 of
Inorganic Chemistry by Moeler, John Wiley & Sons, Inc. 1952 and a copy of page 70
of Fundamentals of Chemistry, A Modern Introduction by Brescia et al. , Academic
Press, 1966. Attachment A provides an explanation of the terms stoichiometric and
nonstoichiometric. The documents in Attachment A support applicants position that

the priority document teaches nonstochiometric amounts or oxygen.

The Examiner further states:

iii. The limitation "a transition metal oxide having a phase therein which
exhibits a superconductive state" is found in present claim 24, (line 2).
The certified priority document may provide basis for compositions of the
formula RE,TM.Q, , as discussed above, but "transition metal oxide" and
"superconductive state" are deemed to be much broader than the formula
RE,TM.O..

YO0987-074BZ 5 08/479,810



. “
1

. I
v

e

Applicants respectfully disagree. The field of the invention of the priority
document is “a new class of superconductors in particular components ...” and the title
is “New Superconductive Compounds ...". Applicants’ article which is referred to in the
priority document states at page 190, left Col., lines 14-16 from the bottom “X-ray
powder diffractograms ... revealed three individual crystallographic phases.” In the
conclusion at page 192 the article states “[tjhe system consists of three phases, one of
them having a metallic perovskite-type layer-like structure. The characterization of the
new, apparently superconducting, phase is in progress.” Thus the priority document
supports the limitation "a composition exhibiting a superconductive state". The general
formula RE2,AE,.TM.O., x<0.3 0.1 <y < 0.5 and the more specific formula RE,TM.O,
of the priority document is a composition; is a metal oxide; and is a transition metal
oxide as recited in claim 24. As noted above, the Examiner incorrectly implies that the

priority document is limited to compounds having the formula RE,TM.O.,.

The Examiner further states:

iv.  The limitation "a copper-oxide compound" is recited in claim 96 (line
4). The certified priority document may provide basis for compositions of
the formula RE;TM.O, , as discussed above, but "a copper-oxide
compound” is not deemed to be equivalent to a composition of the
formula RE;TM.O4 . Basis is not seen in the certified priority document for

"a copper oxide compound" with the breadth of the present claims.
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Initially the Examiner incorrectly implies claim 96 is directed to a copper oxide
compound. Claim 96 is directed to a “copper oxide composition consisting essentially
of a copper oxide compound having a layer-type perovskite-like structure.” Applicants
respectfully disagree with the Examiner’'s statement above. The priority document
recites numerous copper oxide compositions. It is noted that the Abstract of the priority
document refers to "[t]he superconductive compounds are oxides of the general
formula RE2.,AE,TM.O.,, wherein RE is a rare earth, AE is a member of the group of
alkaline earths or a combination of at least two members of that group, and TM is a
transition metal, and wherein x < 0.3 and 0.1 <y <0.5.” This formula permits no
alkaline earth and a varying amount of alkaline earth, rare earths and a varying amount
of oxygen. At column 3, lines 20 and 35, there is recited "the Ba-La-Cu-O system" and
at line 41 "La,,Ba,CuO4yx < 1 and y < 0 and at line 44 teaches La;,Va,CuOs,. Thus the
priority document provides support for a composition including a transition metal, a rare
earth or rare earth-like elements, an alkaline earth element, an oxygen as found in
applicants’ claim, specifically claim 86. It is noted that at column 2, lines 13-19 the
priority document states that "it is a characteristic of the present invention that in the
compounds in question that the RE portion is partially substituted by one member of
the alkaline earth group of metals, or by a combination of the members of this alkaline
earth group and that the oxygen content is at a deficit." It is further noted that at |
column 2, lines 20-23 it states that "for example, one such compound that meets the

description given by this lanthanum copper oxide La,CuQ, in which the lanthanum
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which belongs to the IlIB group of the elements is in part substituted by one member of

the neighboring IIIA group of elements."

The priority document at column 3, line 6 recites Ti as a transition metal. It is
noted that in claim 1 of the priority document, claim 1 recites the structure
RE..AE,TM.O4, wherein TM is a transition metal. Claim 2 therein recites copper as the
transition metal. Claim 3 therein recites nickel as the transition metal. Claim 8 therein
recites chromium as the transition metal. Consequently, a broader class of transition

metals other than copper is supported by the priority document.

It is clear from the quoted sections of the priority document that the priority
document clearly supports a much broader composition than the Examiner is claiming

that it does, and that the priority document, in fact, does support applicant's claims.

As noted above, the general formula of the priority document is much broader
than the formula RE.TM.O,4 which the Examiner incorrectly states the priority document
is limited to. The quantity of oxygen, the rare earth element and of an alkaline element
is variable and the transition metal is not limited to copper. Consequently, the term "a

copper-oxide compound" is adequately supported by the priority document.

The Examiner further states:
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v.  The limitation to the effect that "the copper oxide compound includes
(including) at least one rare-earth or rare-earth-like element and at least
one alkaline-earth element", as recited in claim 103 (lines 5 and 6). The
certified priority document may provide basis for compositions of the
formula RE,TM.O, , as discussed above, but basis is not seen for the
more general limitation of "a copper-oxide compound" with a rare-earth

(like) element and an alkaline earth element.

Applicants respectfully disagree. The second line of the abstract gives the
general formula “RE2,AE,TM.O,y x<<0.3and 0.1 <y < 0.5.” In claim 1 of the priority
documenty <0.5. Claim 2 recites RE is lanthanum and TM is a copper. Claim 3
recites RE is cerium and TM is nickel. Claim 4 recites RE is lanthanum and TM is
nickel. Claim 8 recites RE is lanthanum and TM is chromium. Claim 9 recites RE is
neodymium and TM is copper. Applicants’ claim 103 recites “ the copper-oxide
compound including at least one rare-earth or rare-earth-like element and at least one
alkaline-earth element”. The priority document clearly supports this recitation.
Applicants, as stated above, respectfully submit the Examiner is misrepresenting the
priority document which refers throughout and, in particular, in the Abstract to "the
general formula RE2,AEEM.O., as stated above which includes a copper-oxide as
stated above. The Examiner further states in the passage quoted above "but basis is
not seen for the more general limitation of 'a copper-oxide compound' with a rare-earth
(like) element and in alkaline earth element." It is noted that in the priority document,
claim 2 refers to lanthanum as the rare earth; claim 3 refers to cerium as the rare earth:;
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claim 5 refers to barium as a partial substitute for the rare earth; claim 6 refers to
calcium as a partial substitute for the rare earth; claim 7 refers to strontium as a partial
substitute for the rare earth and claim 9 refers to neodymium as the rare earth. Clearly,
the priority document uses barium, calcium and strontium. Consequently, the priority
document supports the term rare earth-like since in includes elements (e.g. barium,
calcium and strontium) other than those commonly referred to as the rare earth
elements [which are elements 57-71] which satisfy the teaching of the priority document
and of the present application. The Abstract of the priority document refers to "AE as a
member of the alkaline earth or a combination of at least two members of that group".

Consequently, the priority document clearly supports an alkaline earth element.

The Examiner further states:

vi.  The limitation as to "the effectively-zero-bulk-resistivity intercept
temperature Tp-o, as found in claim 103 (lines 13, 6 and 17). The critical
temperature, T, , is discussed throughout that certified priority document,

but not Tp-q.

Applicants respectfully disagree. Tp- is the temperature at which the bulk
resistively is about zero. T. is the critical temperature or the temperature above which
superconductivity does not exist. The priority document refers to applicants’ article of
which Figures 1,2 and 3 are the same figures as Figures 2, 3 and 4 of the present

application. At page 22, lines 19-24, the present specification refers to Figure 4 of the
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specification stating “[ilts resistivety decreases by at least three orders of magnitude,
giving evidence for the bulk being superconducting below 13 K with an onset around 35
K, as shown in FIG. 4 on an expanded scale.” When a superconductor is totally
superconductive the resistivety, p, is zero. The temperature at which this occurs is T .
Applicants’ article, (and thus the priority document), at page 191, right column, in
referring to Fig. 1 thereof states “[u]pon cooling from room temperature, the latter
exhibit a nearly linear metallic decrease of p(T), then a logarithmic type of increase,
before undergoing the transition to superconductivity.” And in the sentence bridging
pages 191-192 “[t]herefore, under the above premises, the peak in p(T) at 35 K,
observed ... has to be identified as the start to superconductive cooperative
phenomena.” And Applicants’ article at page 192, left column, states “[u]pon cooling
below T ... the bulk resistively gradually drops to zero by three orders of magnitude, for
sample 2( Fig. 1)" From these statements in applicants article\ (which is referred to in
the priority document) it is clear that the language objected to by the examiner is

supported in the priority document.

For the reason given above the priority document clearly supports the term
“Te=o”. Although this particular symbol is not used in the priority document, the priority
document clearly shows that as temperature is decreased the resistively of a
superconductor begins to drop in the value at the critical temperature T. and goes to
zero at another temperature, that is T,<. This symbol is just a short hand notation for
that temperature. This property of superconducting materials is well known prior to

applicants filing date, in fact that is what is meant by the term superconductor which is
YO987-074BZ 11 08/479,810



a material for which p=0 for temperatures less than a certain temperature, i.e., Tp. It
is also well-known that: “[i]n the ideal case the resistance vanishes completely and
discontinuously at a transition temperature. Ts ... Actually, the resistance temperature
curve does fall more sharply the more specimen is like a single crystal ... [T]he drop
always occurs in a measurable temperature range ...” (Theory of Superconductivity, M.
von Laue, Academic Press, Inc., 1952) (See Appendix C of Applicants’ response dated
September 25, 1995). Moreover, the priority document at column 1, the first sentence
of the Background of the Invention states “[sJuperconductivity is usually defined as the
complete loss of electrical resistance of a material at a well defined temperature”. That

temperature is symbolically represented as T .

CLAIM REJECTIONS - 35 USC § 103

Claims 1, 12-31, 33-38, 4046, 55-59, 64, 69-72, 77-81, 84-86, 91-96, 103, 109,
111-1186, 119, 120 and 124 have been rejected under 35 U.S.C. § 103(a) as being
unpatentable over Asahi Shinbum, Infernational Satellite Edition (London), November

28, 1986 (hereinafter, "the Asahi Shinbum article").

The Examiner is stating that everything within applicants non-allowed claims is |
found in the Asahi Shinbum article. All of Applicants’ non-allowed claims are dominant
to (or generic to) the one allowed claim, claim 23. Thus by stating that all the
non-allowed claims are anticipated, the Examiner is stating that the portion of each

non-allowed claim which does not overlap the allowed claim is taught in the Asanhi
YO0987-074BZ 12 08/479,810



Shinbum article. This means that a person of skill in the art needs nothing more that
what is taught in the Asahi Shinbum article to practice that part of each of Applicants

non-allowed claims which does not overlap Applicants’ allowed claim.

The only parts of the Asahi Shinbum article which are relevant to applicants

claim are in the first paragraph:

A new ceramic with a very high T. of 30K of the superconducting
transition has been found. The possibility of high T. - superconductivity
has been reported by scientists in Switzerland this spring. The group of
Prof. Shoji TANAKA, Dept. Appl. Phys. Faculty of Engineering at the

University of Tokyo confirmed in November, that this is true.

In the second paragraph:

The ceramic newly discovered, is an oxide compound of La and Cu with
Barium which has a structure of the so-called perovskite and shows
metal-like properties. Prof. Tanaka's laboratory confirmed that this
material shows diamagnitism (Meisner effect) which is the most important

indication of the existence of superconductivity.

The Swiss scientist are the inventors of the present application. Thus this
clearly refers to applicants work which was reported in Applicants article. These
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passages say that Prof. Tanaka confirmed applicants work. The newly discovered
ceramic referred to in the article is the ceramic reported on in Applicants’ article. The
present applicant was filed less than one year after the publication of applicants’

article. This article is a disclosure of Applicants’ own invention and cannot be used as

a reference against the present application.

Since the present application was filed within one year of Applicants’ article,
Applicants’ article is not a reference as to them. Thus the only portion of the Asahi

Shinbum article relevant to Applicants’ claims is:

A new ceramic with a very high T, of 30K of the superconducting
transition ... is an oxide compound of La and Cu with Barium which has a

structure of the so-called perovskite and shows metal-like properties.

Since the Asahi Shinbum article refers to “T. of 30K” and since each of
Applicants claims recites T. > 26 °K, the Asahi Shinbum article alone cannot anticipate
Te > 26 °K since to be an anticipation a reference must contain all the limitations of the
claim it is said to anticipate. Also, the Asahi Shinbum article provides no teaching of
how to made the “new ceramic”. A reference which does not provide a method of
making a composition cannot anticipate a claim to the composition and thus to a use of
that new composition. Also, the Asahi Shinbum article has no specific embodiment of
the new composition. Thus it cannot anticipate under 35 USC 102 and thus applicants;
nonallowed claims cannot be obvious under 35 USC 103(a).
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Applicants’ Article Was in the US in Ready To File Form

Applicants herein refer to attachments to responses in co-pending application
serial number 08/303,561. These attachments will be provided in this application in a

separate response which will be submitted.

The issue involved here is straight forward. A third party reproduced and
reported that fact in a written publication before of Applicants’ filing date. The work of -
Applicants was reported in a written description published before the publication of the
third party. Applicants filed the present application within one year of their publication,
but after the third party publication. If Applicants did not file the present applicant
within one year of the date of Applicants’ article, Applicants’ article would be a valid
reference under 35 USC 102(a). But since Applicants filed the present application

within 1 year of Applicants’ article, it is not a reference under 35 USC 102(b).
35 USC 100 states the term “invention” means invention or discovery.

35 USC 102(a) states “[a] person shall be entitled to a patent unless ... the
invention was known or used by others in this country, or patented or described in a
printed publication in this or a foreign country, before the invention thereof by the

applicants for patent.”
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Applicants invention or discovery was on or before April 17, 1986 which is the
date Applicants submitted Applicants’ article to Z.Phys.B. That article was published in
September, 1986. Therefore, Applicants invented their invention prior to the date of the
Asahi Shinbum article, November 28, 1986. Evidence submitted proving that
applicants conception was in the United States at applicants direction prior to Nov. 28,
1986 is discussed below. In addition, the following evidence shows that Applicants’
article was in this country in possession of IBM, the assignee, prior to the date of the
Asahi Shinbum article. Attachment K of Applicants’ response in co-pending application
serial number 08/303,561 dated December 27, 1998, page 1, is a copy of the front
cover of Zeitschrift Fur Physik B Condensed Matter Vol. 64 which contains Applicants’
article ( pp 189-193) which is referred to and incorporated by reference at page 6, lines
6-10, of Applicant's specification. Applicants state at page 6 of the specification that
Applicants’ article is “[t]he basis or our invention”. This page bears in the upper right
the date stamp of the IBM Research Library bearing the date of Sept. 18, 1986. Page 2
of Attachment K of Applicants’ response in cp-pending application serial number
08/303,561 dated December 27, 1998, is an enlarged view of the upper right corner
showing the date stamp. Thus the assignee of the present invention, IBM, who was the
employer of the inventors at the time of the conception of the invention, had in its
possession in the United States, lprior to the date of the Asahi Shinbum, a copy of the
- article which Applicants state forms the basis of their invention. Thus IBM had in its
possession in the United States a written description of applicants’ invention in “ready
to patent form” ( as defined by the United States Supreme Court in Pfaff v. Wells 48
USPQ 2d 1641 decided November 10, 1998) prior to the date of the Asahi Shinbum
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article. The US Supreme Court held that “reduction to practice” is not needed to
establish a date for invention. The court stated * [t]he statute’s only specific reference
to that term is found in §102(g), which sets fort the standard for resolving priority
between two competing claimants to a patent.” Since §102(g) is not applicable here,
“diligence” and “reduction to practice” are not required. Applicants article in Zeitschrift
Fur Physik “is proof that prior to [the date of the Asahi Shinbum article applicants have]
prepared drawings or other descriptions of the invention that were sufficiently specific
to enable a person skilled in the art to practice the invention.” The Asahi Shinbum
article sates that applicants’ work was reproduced, by others, thus applicants article
was sufficiently specific for a person of skill in the art to practice applicants’ invention.
Also, as stated in Applicants’ response dated December 18, 1998, more than 5,200
articles refer to applicants article showing that applicants enabled the field of high T,
superconductivity. Thus the Asahi Shinbum article is not a valid §102(a) reference

against Applicants’ claimed invention.

The Examiner states:

ii. The applicants assert that the Asahi Shinbum article reports a third
party's confirmation of their original discovery. That assertion appears to
be correct, but the article still is deemed to be prior art under 35 USC
102(a).

(1) It should be noted again, however, that the applicants' discovery was
not originally made in this country- and that they cannot show an earlier
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date than December 1986 for their invention in this country. The Asahi

Shinbum article was published on November 28, 1986.

Applicants disagree with the Examiner. Applicants note that the Examiner
acknowledges that the Asahi Shinbum article “confirms [Applicants’] original discovery.”
35 USC 102(a) does not require applicants to show a date of invention in this country
prior to the Asahi Shinbum article to avoid the Asahi Shinbum article being prior art. 35
USC 102(a) stafes “A person shall be entitled to a patent unless ... the invention was ...
described in a printed publication in this or a foreign country, before the invention
thereof by the application for patent.” 35 USC 100 does not include reduction to
practice in this country or conception in this country as part of the definition of
invention. Only 35 USC 102(g) includes the language “reduction to practice” and
‘invention in this country”. If Congress intended a reduction to practice to be
necessary for a patent applicant to show that they invented their invention before the
date of the printed publication, Congress would have included such language in the 35
USC 102(a). Also, if Congress intended that invention in this country was to be
necessary for a patent applicant to show that they invented their invention before the
date of the printed publication, Congress would have included such language in 35

USC 102(a).

In the rejection the Examiner states:
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a. As discussed in paper no. 20 of the ancestral application,
07/053,307, it is not fully clear to what exact date applicants are entitled.
Based on the record, nonetheless, that date would appear to be no later
than around December 13, 1986, the date samples were tested in the US
to show superconductivity. See MPEP 715 et seq. The Asahi Shinbum

article was published on November 28, 1986.

b. The referenée confirms superconductivity in an oxide compound
of La and Cu with Ba having a structure of the so-called perovskite
structure. Although the reference fails to teach use of the testing of zero
resistance for confirming superconductivity, it inherently must have been
used because it is one of two methods used for testing for
superconductivity (the other being diamagnetism). Accordingly, the
burden of proof is upon the applicants to show that the instantly claimed
subject matter is different from and unobvious over that taught by this

reference."

In response to applicants' arguments filed April 11, 1996, January 3, 1996, and
September 29, 1995, paper nos. 53, 50, and 5 1, as well as the Affidavits filed
September 29, 1995 and January 3, 1996, paper nos. 49 and 52, the Examiner states
they “are not deemed to be persuasive’, that is it is the Examiner’s opinion that they

are not persuasive.
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The Examiner cites In re Brown, 173 USPQ 685, 688; In re Best, 195 USPQ 430;
and In re Marosi, 218 USPQ 289, 293 to support his rejection. These decisions are not
directed to whether a reference is a valid §102(a) reference and are thus not relevant

to this issue.

The Examiner is using Asahi Shinbum as a reference under 35 USC §102(a).
Applicants disagree that this is proper since to do so does not permit applicants the
one year period provided under 35 USC §102(b) to file a US application after their own
publication. The one year period permitted applicants to file the present application up
to September 1987. The date of the Asahi Shinbum article November 28, 1986 is after
the date of applicants' publication, but before the end of the one year.

,/
Applicants believe that the Examiner has incorrectly applied 35 USC §102(a).

The Court of Custom and Patent Appeal in In re Katz 215 USPQ 14,17 states that:

It may not be readily apparent from the statutory language that a printed
publication cannot stand as a reference under §102(a) unless it is
describing the work of another. A literal reading might appear to make a
prior patent or printed publication 'prior art' even though the disclosure is
that of the applicant's own work. However, such an interpretation of this
section of the statute would negate the one year period afforded under
§102(b) during which an inventor is allowed to perfect, develop and apply
for a patent on his invention and publish descriptions of it if he wishes.
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Thus, one's own work is not prior art under §102(a) even though it has
been disclosed to the public in a manner or form which otherwise would
fall under §102(a). Disclosure to the public of one's own work constitutes
a bar to the grant of a patent claiming the subject matter obvious
therefrom only when the disclosure occurred more than one year prior to
the date of the application, that is, when the disclosure creates a one-year
time bar, frequently termed a "statutory bar," to the application under
§102(b). As stated by this court in In re Facius, 56 CCPA 1348, 1358,
408 F.2d 1396, 1406, 161 USPQ 294, 302 (1969), “But certainly one's
own invention, whatever the form of disclosure to the public, may
not be prior art against oneself, absent a statutory bar.” [Emphasis in

original].

The Asahi Shinbum article states in the first paragraph, “The possibility of high
T, superconductivity has been reported by scientists in Switzerland this spring”. The
"scientists in Switzerland' are the inventors of the present application. Applicants’
invention was reported in Applicants’ article which was submitted for publication in the
Spring ¢ 71\98 . The Asahi Shinbum article only reports the work of applicants and that
it was reprodi)ed by Prof. Tanaka. This article is a disclosure of 'applicants' ‘own
invention” and cannot be used as a reference. Therefore, the Examiner is in error in

rejecting Applicants claims 1, 12-31, 33-38, 40-46, 55-59, 64, 69-72, 77-81, 84-86,
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91-96, 103, 108, 111-116, 119, 120 and 124 and under 35 USC §103 as obvious over
Asahi Shinbum.

In regard to the two-year grace period under a prior statute corresponding to 35
USC §102(b) the U.S. Supreme Court in Andrews v. Hovey, 123 US 267 (1887) states

that:

"The evident purpose of the section was to fix a period of limitation which
should be certain, and require only a calculation of time, and should not
depend upon the uncertain question of whether the Applicant had
consented to or allowed the sale or use. Its object was to require the
inventor to see to it that he filed his application within two years from the
completion of his invention, so as to cut off all question of the defeat
of his patent by a use or sale of it by others more than two years
prior to his application, and thus leave open only the question of priority
of invention. The evident intention of congress was to take away the right
which existed under the act of 1836 to obtain a patent after an invention
had for a long period of time been in public use, without the consent or
allowance of the inventor; it limited that period to two years, whether
the inventor had or had not consented to or allowed the public use."

(Emphasis added)
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From this quote from Andrews v. Hovey, it is evident that the use or sale by
others prior to filing a patent application by the inventor does not cut off the inventors
right to obtain a patent so long as the inventor files the application within the statutory
period which was 2 years at the time of the Andrews v. Hovey decision and is now 1
year under 35 USC 102(b). (Applicants note that the U.S. Supreme Court cited Andrew
Hovey with approval in Pfaff v. Wells.) Thus Prof. Tanaka's reproducing of Applicants’
results reported in Applicants’ article and the reporting of this in Asahi Shinbum article
does “not cut off [Applicants’] right to obtain a patent” since Applicants have filed the
present application within one year of the date of publication of Applicants’ article.
Applicants note that the Supreme Court says that “the consent or allowance of the
inventor” is not a factor in determining whether “a use” by another cuts off the one year

period under §102(b).

The Patent Office Board of Appeals in Ex parte Powell and Davies, 37 USPQ
285 states in regard to the publication of applicant’s foreign patent application before
the filing of a U.S. application on October 5, 1936 on an invention described in the

foreign patent application that:

The Examiner has also rejected the claims on the printed specification of
Applicants' own British application which appears from this record to have
been published on August 27, 1936. We know of no authority for such a
rejection. Neither section 3886 nor section 4887 R.S. warrants the
rejection. Obviously, the publication could not have a date prior to
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Applicants' invention. There is no statute that requires an Applicant to

make his invention in this country.

Therefore, Applicants of the present invention can rely on their publication in
Zeitschrift for Physik as evidence of their invention. Applicants note that the Board
states that the statute does not require Applicants to make the invention in this country
to get the benefit of the one year period under 35 USC §102(b). Therefore, the date of
Applicants’ invention is as least as early as the date of Applicants’ publication which is

before the date of the Asahi Shinbum article.

The Patent Office Board of Appeals in Ex parte Powell and Davies, 37 USPQ

285, 286 further states:

The Commissioner indicates in Ex parte Grosselin that the Examiner
should consider whether the German patent was derived from Applicant

and was in effect nothing more than a printed publication of Grosselin's

invention.

The Asahi Shinbum article states in the first paragraph:

A new ceramic with a very high T, of 30K of the superconducting
transition has been found. The possibility of high T, - superconductivity

has been reported by scientists in Switzerland this spring. The group of
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Prof. Shoji TANAKA, Dept. Appl. Phys. Faculty of Engineering at the

University of Tokyo confirmed in November, that this is true.

The "scientists in Switzerland" are the inventors of the above-identified
application. The Asahi Shinbum article only reports the work of Applicants and that it
was reproduced by Prof. Tanaka. This article is-a-disclosure-of-Applicants' "own

P d - N PP 7
invention" and clearly in the words (of the Board in Ex parte Powell and Dayies, "was

.
derived from [Applicants] and [is] in effect-nothing more than a printéd publication of

[Apblicants'] own invention and cannot be used as a reference”.
The Patent Office Board of Appeals in Ex parte Lemieux 148, 140 states that:

Finally, we believe that our holding is consistent with decisions in
interference practice wherein, even though in the usual case a party may
not establish a priority date of invention by reference to activity in a
foreign country, yet in an originality case where a party is seeking to
prove that the other party derived from him so that there is only a single
original inventor, he may be permitted to prove derivation by reference to
activity abroad. ... By analogy, in the present case appellant has
demonstrated that he is the single original inventor, there being no

adverse party.
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Following this decision it is clear from the Asahi Shinbum article that Applicants
are the "single original inventor" and that the Asahi Shinbum article is "derived" from
Applicants and that Professor Tanaka's work reported in the Asahi Shinbum article is

"derived" from Applicants.

In In re Mathews 161 USPQ 276 (CCPA 1969) a patent to Dewey was cited
under 35 USC 102(e) against the application of Mathews. The Dewey patent disclosed
but did not claim the invention claimed in the Mathews application. The claimed
invention in the Mathews application was a circuit which Dewey disclosed to comply
with 35 USC 112 requirements. Mathews submitted Dewey's affidavit under 37 CFR
132 which stated that Mathews disclosed to Dewey the circuit which Dewey described
but did not claim. The CCPA held that Dewey was not a reference under 35 USC

102(e) against Mathews application stating 162 USPQ 276, 278:

It necessarily follows that Dewey may not be relied upon to defeat
Mathews' application since Dewey’s disclosure, in view of the facts
established in the record, is not inconsistent with the novelty of Mathews’
claimed invention, That is, on the record here, Dewey derived his

knowledge from Mathews who is “the original, first, and sole inventor.”

Following In re Mathews, it is necessary follows that the Asahi Shinbum article

cannot be relied upon under 35 USC 102(a) to defect the present application since the
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Asahi Shinbum article states that Prof. Tanaka derived his knowledge from applicants

who are the original, first, and sole inventors.

In re Mathews is directed to a reference under 35 USC 102(e) and not under
§102(a). But this does not matter since under §102(e) an issued patent (which
corresponds to a printed publication under §102(a)) is a reference as of the filing date
(which corresponds to the publication date of a printed publication under §102(a)) and
not the publication date (the issue date) of the §102(e) cited patent. Also, if the patent
cited as a §102(e) reference had issued prior to the filing date of the applicant in In re
Mathews, it would have been a §102(a) reference. Thus the rational of In re Mathews
should apply to a reference cited under §102(a). The Asahi Shinbum article states that
Prof. Tanaka derived his knowledge from Applicants article and that Prof. Tanaka
reproduced Applicants’ work reported in Applicants’ article and thus Applicants are the

original, first and sole inventor.

In response to applicants comments on the cited decisions in the patent

application, the Examiner states, “The applicants cite four decisions which do not

directly apply to the present facts.”

Applicants disagree.

In regards to In re Katz the Examiner states:
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(a) The In re Katz decision held that an applicant may overcome an
article as 35 USC 102(a) prior art by showing that the applicant was a
co-author and that the other co-authors were under the direction and
control of the applicant. Here, however, the applicants were neither
co-authors in the Asahi Shinbum article nor did they exercise direction

and control over the work reported in that article.

Applicants disagree. The Examiner does not cite the text of In re Katz to support
this interpretation of In re Katz. In fact, In re Katz does not support the Examiner’s
position. In In re Katz an article co-authored by the patent applicant was cited against
the applicants’ patent application under 35 USC 102(a). The application was filed less
than one year after the article. In determining whether the article was prior art under 35
USC 102(a), the CCPA states “[i]t may not be readily apparent from the statuary
language that a printed publication can not stand as a reference under §102(a) unless
it is describing the work of another.” 215 USPQ 14, 17. The inventor submitted a
declaration stating that he was the sole inventor of the subject matter described in the
article and that the other authors were students working under his direction. The CCPA
concluded that “The applicant’s declaration is sufficient in this case to overcome the
rejection” under 35 USC 102(a). 215 USPQ 14, 18. There is no evidence of record
that the Asahi Shinbum article describes any invention other than those of Applicants.

In this regard the CCPA further states:
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As an initial matter, we hold that authorship of an article by itself does not
raise a presumption of inventorship with respect to the subject matter
disclosed in the article. Thus, co-authors may not be presumed to be
coinventors merely from the fact of co-authorship. On the other hand,
when the PTO is aware of a printed publication, which describes the
subject matter of the claimed invention and is published before an
application is filed (the only date of invention on which it must act in the
absence of other proof), the article may or may not raise a substantial
question whether the applicant is the inventor. For example, if the
author (whether he is the applicant or not) specifically states that he
is describing the work of the applicant, no question at all is raised.
The content and nature of the printed publication, as well as the

circumstances surrounding its publication, not merely its authorship, must

be considered. (Emphasis added).

It is clear form this passage that where the authors of an article are not the
inventors of an invention described therein, the article is not necessarily a 102(a)
reference. The above passage states “if the author (whether he is the applicant or not)
specifically states that he is describing the work of applicants, no question at all is
raised”, that the article is not a reference under § 102(a). The Asahi Shinbum article
clearly states that Prof. Tanaka reproduced applicants work reported in Applicants’
article. There can be no question that the Asahi Shinbum article is not a reference

under § 102(a). Moreover, “the content and nature” of the Asahi Shinbum article “as
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well as the circumstances surrounding the publication” clearly show that it is describing
Prof. Tanaka’s reproduction of Applicants’ work. A published article is an invitation to
all readers to reproduce an verify the work reported. Thus the Asahi Shinbum article

describes no invention other than that of Applicants.
In regards to Andrews v. Hovey the Examiner states:

(b)  The Andrews v. Hovey" decision involved a grace period which is
now codified in 35 USC 102(b). The present case involves a printed

publication as prior art under 35 USC 102(a).

The Examiner's comments miss the point of Andrews v. Hovey. As stated
above, this case clearly says that “the use” by others prior to filing of the patent
application by the inventors (which would be a §102(a) reference) does not cut off the
right of the inventors to obtain a patent on the application filed within the statutory
period under §102(b) form the inventors own printed publication. The Asahi Shinbum
article describes “the use” of Applicants’ invention by Prof. Tanaka. If such a use in the
United States would not be prior art under §102(a), it is not possible for a printed

publication describing such a use in a foreign country to be prior art under §102(a).

In regard to Ex parte Powell and Davies:

YO987-074BZ 30 08/479,810



() The Ex parte Powell and Davies" decision held that an applicant's
own foreign patent which issued within the grace period cannot be used

against him or her.

The Examiner's comments miss the point of Ex parte Powell and Davies which
explicitly states that “[t]here is no statute that requires an Applicant to make his
invention in this country”. Applicants initially made there invention in Zurich, before the
date of the Asahi Shinbum article. Their results were published prior to the Asahi
Shinbum article in Applicants’ article which was in possession of the assignee of the
present invention in the US prior to the date of the Asahi Shinbum article. Also, in Ex
parte Powel and Davies the Applicant's British application was published before their

application was filed in the United States and it was still not a valid §102(a) reference.

In regard to Ex parte Lemieux, the Examiner states:

The Ex parte Lemieux" decision applied that reasoning to an applicant's
own article published in another country. Again, the present applicants

had no part in the writing of the Asahi Shinbum article.

Again the Examiner's comments miss the point of Ex parte Lemieux which states
“in an originality case where a party is seeking to prove that the other party derived
from him so that there is only a single original inventor, he may be permitted to prove
derivation by reference to activity abroad”. Here the Asahi Shinbum article says that
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Prof. Tanaka derived his work from the work of Applicants and thus the Asahi Shinbum

article is not a reference against the present application.
In regard to In re Mathews the Examiner states:

“In re Mathews, 161 USPQ 276, 277-279 (CCPA 1969), held that an
applicant may overcome a patent as prior art under 35 USC 102(e) with
evidence that the applicant provided the knowledge for the disclosure in
that patent. By contrast, the present facts involve prior art under 35 USC

102(a) with a publication date before the invention was in this country.”

In the present Application the Asahi Shinbum article acknowledges that
Applicants provided the knowledge to Prof. Tanaka to reproduce Applicants work
which is described in Applicants’ article. And sin;:e the Asahi Shinbum article refers to
Applicants’ discovery, as stated above, for this purpose a §102(a) reference is

equivalent to a 102(e) reference.
The Examiner further states:

(3)  The present facts may raise a novel issue of law." The applicants
were the first to develop the presently claimed invention, but the earliest
date they can show that invention in this country is December of 1986."
The Asahi Shinbum article was published in November of 1986 and
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describes the development of superconductivity with an oxide of La, Ba,
and Cu having a perovskite structure by a third party, but that article
apparently indicates that the third party was confirming the discovery of
the present applicants. Notwithstanding the possible uniqueness of the
present facts, however, the Asahi Shinbum article still is deemed to be
prior art under 35 USC 102(a), which the applicants have not been able to
overcome with a showing of an earlier date in this country or a showing of

their direction and control over the work done by that third party.

35 USC §102(a) and the cited case do not require work at an earlier date in this
country to overcome reference cited under §102(a). Also, §102(a) and the cited case
law do not require a showing that the Applicants exercised direction and control over
Prof. Tanaka or the author of the Asahi Shinbum article. In fact, 35 USC §102 and the
cited cases require a contrary result as Applicants have shown above.
Notwithstanding, Applicants have shown that their conception was in this country in
ready to file form, in the possession of the assignee of the present invention, prior to

the date of the Asahi Shinbum article.

Applicants have argued that if one would follow the rationale of the
Examiner, that is, if an applicant publishes an article and some other third party reports
that same result prior to applicant's filing of a patent application which is subsequently
filed within one year of applicant's own publication, the reporting of applicant's work by

the third party would be prior art against applicant's application. Such a result would
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deny (the applicant) the one year grace period provided under 35 USC 102(b). The

Examiner dismisses this argument saying

“applicants” argument is duly noted, but again, it is further noted that the
reference is prior art under 3 5 USC 102(a). The reference is not just a
republication of the applicants' article. Instead, the reference is the
reporting of someone else's work which confirms the applicants' work.
The applicants also are not able to show a priority date which pre-dates

the publication of that reference”.

The Examiner is ignoring the fact that the Asahi Shinbum article and the
work of Prof. Tanaka reported on therein was derived from Applicants. The cases cited
above clearly state that when a third party derives their knowledge from an applicant,
the third party’s knowledge, for use or for publication of the information is not prior art

against such an applicants’ patent application.

Applicants Have Proven They Can Swear Behind the Reference

Even though, as stated by the U.S. Supreme Court in Pfaff v. Wells, it is not
necessary to show anything more than a conception to establish a date of invention
under all sections of 35 USC 102 other than §102(g). Applicants have proven by facts
that the conception of their invention was in the United States at their direction prior to

the date of the Asahi Shinbum article, November 28, 1986, and applicants have proven
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that they were diligent from prior to the date of the Asahi Shinbum article by instructing
coworkers in the United States until December 3, 1986 which is the date the Examiner
believes is the earliest date of Applicants reduction to practice in the United States.
(For the reasons of record applicants believe that they have shown that their invention
was reduced to practice in the United States prior to the date of the Asahi Shinbum
article). The examiner has not rebutted applicants proof that applicants conception
was in the United States at their direction prior to the date of the Asahi Shinbum article
and the Examiner has not denied that applicants have proven that they were diligent by
instructing coworkers in the United States from a time prior to the date of the Asahi
Shinbum article until the date the Examiner believes is the date of Applicants’ date of
reduction to practice in the United States. The details of Applicants’ proof are
discussed at pages 22, line 8 to page 24, last line, of applicants’ Substitute Amendment

dated March 6, 1997. That argument is reproduced in detail below.

The Examiner’s response to Applicants’ proof is at page 19, paragraph d. ii of
the final rejection “[t]he applicants further urge that they have shown clear diligence
from before November 28, 1996 until actual reduction to practice at or around
December 3, 1986. Nevertheless, the actual reduction in this country is deemed to
have occurred on December 3, 1986, which is after the publication date for the
reference.” (As stated above the Examiner is in error that Applicants have to prove
reduction to practice in this country before the date of the Asahi Shinbum article to

avoid it as a §102(a) reference.)

YO0987-074BZ 35 08/479,810



Willson v. Sherts 81 F 2d 775, 28 USPO 379 (CCPA 1936) held (in an
interference) that an inventor who conceives an invention outside of the United States
gets the benefit of the date that a third party, to whom the invention is disclosed, brings
the conception into the United States (28 USPQ 379, 381) and that acts in this country
done on behalf of the inventors can be used to show diligence to reduction to practice
in the United States (28 USPQ 379, 383). Thus, the rejections of Applicants’ claims

under 35 USC 102 and 103 over the Asahi Shinbum article should be withdrawn.

It is noted that in the declaration of co-inventors J. G. Bednorz and K. A. Mueller
dated March 21, 1988, mailed into the patent office on June 22, 1988 at paragraph 3,
states “On approximately October 16, 1986, we gave Praveen Chaudhari ... six
samples of the high temperature superconductive ceramic oxide materials that we had
described in our aforementioned Z Physik B. publication. Praveen Chaudhari brought
these samples back to the U.S. when he returned after visiting with us on or about
October 16, 1986.” This is evidence that these samples are brought into the United
States on or about October 16, 1986. When these samples came into the United
States, since they were inherently superconductive as claimed, the invention was
essentially reduced to practice in the United States on that date. It is further noted that
the Declaration of Alexis P. Malozenoff signed March 30, 1988 states at paragraph 3,
“On or about November 15, 1986, Richard Greene and | traveled to Baltimore for a
magnetics conference. During our travel to Baltimore, we discussed Greene’s ongoing
experiments in high T. superconducting samples which he said had been received from
Bednorz and Mueller.” This is clear evidence that by November 15, 1986,
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superconducting samples fabricated by applicant's were being measured in the United
States. These samples were inherently superconducting and, consequently,
established the reduction to practice in the United States as of that date. The
Declaration of Cheng-Chung John Chi dated March 29, 1988 states at paragraph 2, “At
a time prior to approximately the middle of November, 1986, Chang C. Tsuei told me a
measurement he made on T. superconducting material which he said were received
from Georg Bednorz and K. A. Mueller, two physicists working for IBM Corporation in
Zurich, Switzerland ... Chang Tsuei said that he had measured resistivity versus
temperature of these samples.” This is again further evidence that the Mueller Bednorz
superconducting samples were in the United States prior to the middle of November

1986."

in the Affidavit of Sung Il Park, dated March 30, 1988, at paragraph 4, it is stated
“the preparation in measurement of the aforementioned superconducting samples
occurred at a date prior to November 15, 1986, and to the best of my recollection,
occurred on or about November 9, 1986, the date when a Helium dower was pumped
down preparatory to taking the actual measurement.” Therefore, since measurements
were taken prior to the date of publication of the Asahi Shinbum article, which was
November 28, 1986 the invention was reduced to practice in the US prior to the

publication date of the Asahi Shinbum article.

At page 11 of the Examiner’s Action dated April 19, 1996, in the paragraph
labeled i, the Examiner states “the applicants argue that Sung |l Park affidavit of March
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30, 1988 states at para. 4 that measurements were taken of a superconductive sample
on or before November 9, 1986, to the best of affiants recollection, or no later than
November 15, 1986. The document evidence is not deemed to support that argument,
however.” In the paragraph marked (1) on page 11 of PA, the Examiner states “plots of
those measurements are missing. See the Cheng C. Tseui affidavit of March 30, 1998,
para. 6." This statement comes directly out of Cheng Tseui’s Declaration.
Notwithstanding, Cheng Tseui's Declaration says the measurements were made, that
the plots that were taken were missing. The last sentence of this paragraph states “I
believe that they may have been inadvertently thrown away when the laboratory was
subsequently extensively cleaned.” The Examiner further states “a hand-drawn
diagram with the indication of a vacuum pumped down on November 8, 1988 also is not
deemed to show that the measurements were taken.” The Examiner is referring to
paragraph 5 of the Cheng Tseui Declaration and Exhibit C which contains the

hand-drawn figure.

At paragraph (2) of page 11 of the Examiner's Action dated April 19, 1996, the
Examiner points to cablegrams sent by Dr. Greene to applicants in Zurich which are
attached as Exhibit B to his Declaration. The Examiner states “Dr. Greene reports that
no indication of superconductivity has been seen in his specific heat measurements for
temperature 4-35°K." The Examiner fails to note that in the same cablegram dated
November 11, 1986, Dr. Greene states “this is not really too surprising given the very
broad transition to have found in resistivity and susceptibility.” The Examiner

acknowledges that “Exhibit C has pages dated December 1, 1986 on in Exhibit D,
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which actually has plots and resistance versus temperature dated as early as
December 3, 1986." The Examiner is conceding that high T. superconductivity was
measured on the samples which the very same set of cablegrams and affidavit say
were in the United States in the middle of November 1986. Consequently, by
Examiner's own admission, samples which were in the United States were clearly
shown to be superconducting as of December 3, 1986. Consequently, the samples that
were in the United States as of November 9 were inherently superconducting. It is
clear from the same declarations that Applicants’ were communicating with Dr. Greene.
It is noted that Dr. Greene’s cablegram dated November 25, 1986 to applicants states
he will resume work on the new superconductor and that not much will happen because
of the Thanksgiving Holiday until the following week. There are cablegrams dated
November 26, December 1, December 2, 1986 related to high T, superconductivity. Dr.
Greene's Exhibit C has notebook pages dated December 1, 1986 to December 5, 1986.
The December 5, 1986 shows T, o